- - . UNITED STATES PATENT AND TRADEMARK OFFICE
Th'S Order IS C|tab|e Trademark Trial and Appeal Board
P.O. Box 1451
as Precedent of the Alexandria, VA 22313-1451
TTAB

In re: Borlind Gesellschaft
far kosnetische Erzeugni sse
nbH

Bruce O Bradford

Sara Lee Corporation
1000 E. Hanes MI| Road
W nston-Sal em NC 27105
Mai | ed: January 13, 2005

Serial No. 79000042

David Mernel stein, Interlocutory Attorney:

The above-referenced application was published for
opposition on Novenber 16, 2004. On Decenber 20, 2004,
under certificate of mailing dated Decenber 16, 2004, Sara
Lee Direct, LLC and Sara Lee Corporation (collectively
referred to as “Sara Lee”) filed a request for a ninety-day
extension of tinme to oppose. By order dated Decenber 29,
2004, the Board granted opposer’s request. For the reasons
set out below, the Board' s Decenber 29, 2004, order is
VACATED, and Sara Lee’s request for an extension of time to
oppose i s DEN ED.

The subject application is a request for extension of

protection filed pursuant to Trademark Act 8§ 66(a), 15
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U S.C § 1141f(a).! Trademark Act § 66(a) and rel ated
provi sions of the Trademark Act were enacted by Congress to
i npl enent the Madrid Protocol into U S. law. See Madrid
Prot ocol Inplenentation Act of 2002, Pub. Law 107-273, 116
Stat. 1758, 1913-1921 (“MPIA’). The Madrid Protocol is an
international systempermtting trademark applicants in
menber states to file for trademark protection in any other
menber state by filing an international application with the
I nternational Bureau of the World Intellectual Property
Organi zation (“1B") and one or nore requests to extend
trademark protection to other nenber states.

Pursuant to the MPI A, the USPTO pronul gated regul ati ons
governing practice under the Madrid Protocol. See Rul es of
Practice for Tradenark-Related Filings Under the Madrid
Protocol Inplenentation Act, 68 Fed. Reg. 55,747 (Sept. 26,
2003). The new regul ations, effective Novenber 2, 2003,

i ncl uded extensive changes to Trademark Rule 2.102, 37
C.F.R § 2.102, which applies to extensions of tine to file
an opposition. Under the anended rule, “[a] witten request
to extend the time for filing an opposition to an
application filed under section 66(a) of the Act nust be

filed through ESTTA.”2 Trademark Rule 2.102(a)(2)(enphasis

! Applications pursuant to Trademark Act § 66(a) can be
di stinguished in the Oficial Gazette by the identification of
applicant as the owner of an international registration.

2 ESTTAis the Electronic Systemfor Trademark Trials and
Appeals. Trademark Rule 2.2(g), 37 CF.R 8§ 2.2(g). ESTTA,
avai l abl e at the USPTO s website (ww. uspto.gov), permts the
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added). The new rul e nmakes clear that the requirenent for
ESTTA filing is mandatory when the subject application is
based on Trademark Act 8 66(a). Conpare Trademark Rul e
2.102(a) (1) (“Awitten request to extend the time for
filing an opposition to an application filed under section 1
or 44 of the Act nust be filed either on paper or through
ESTTA.” (enphasi s added)).

Sara Lee’ s Decenber 20, 2004, request to extend tine to
oppose the subject application was not filed via ESTTA, but
rather was sent by mail to the USPTO  Because the request
to extend tinme to oppose was not filed via ESTTA, as
requi red by Trademark Rule 2.102(a)(2), it nust be deni ed.

VWhile this may seemat first glance to be a harsh
result, the requirenent for nmandatory ESTTA filing enabl es
the Board to fulfill its obligations under the Madrid
Protocol and the MPIA  Pursuant to the Madrid Protocol and
the MPI A, when an opposition to registration is filed
agai nst a request for the extension of trademark protection,
the USPTO nust notify the IB of the opposition within seven
nonths fromthe date the opposition period begins or within
one nonth after the end of the opposition period, whichever

is earlier. Trademark Act 8 68(c)(2), 15 U S. C

el ectronic filing of all papers in proceedings before the
Trademark Trial and Appeal Board (except confidential docunents).
As noted, ESTTA is mandatory for filing extensions of tine to
oppose (and notices of opposition) against 8 66(a) applications.
Wil e optional for other papers, the Board encourages all filers
to use ESTTA because it elimnates delays and errors associ ated
with the delivery and handling of paper filings.

3
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§ 1141h(c)(2).® A failure to timely notify the IB of the
filing of an opposition requires dism ssal of the opposition
and issuance of a registration to the applicant. Trademark
Act 8§ 68(c)(4).

Even under the best of circunstances, extension
requests and notices of opposition filed by mail nay take up
to two or three weeks to be delivered and processed. And
despite the USPTO s best efforts, papers filed with the
Board by nail are subject to delays. Normally, a delay
caused by a msdirected — or even lost — filing is
regrettable, but of no procedural effect. However, because
Trademark Act 8§ 68(c)(2) requires tinely notification of the

4

filing of an opposition,” a processing delay of |onger than

3 Anmong ot her things, the USPTO notification to the |IB nust

i nclude “the number of the international registration” upon which
t he opposed request for extension of protection is based; “al

t he grounds upon which the [opposition] is based, together with a
reference to the correspondi ng essential provisions of the | aw’;
if the asserted ground for opposition is based on a prior
application or registration, the application nunber, registration
nunber, filing and registration date of the application or

regi stration, the name and address of the owner, a reproduction
of the mark, and the goods or services for which the mark has
been applied for or registered; a statenment of the goods or

servi ces being opposed; and the nane and address of the opposer.
Common Regul ati ons Under the Madrid Agreenent Concerning the
International Registration of Marks and the Protocol Relating to
that Agreement 17(2) and 17(3) (2004). Wen a notice of

opposi tion agai nst a request for extension of protection is filed
via ESTTA, all of this information is collected electronically.

“ As a general matter, a filing mailed by its due date is
considered tinely, regardless of howlong it takes to reach the
Board, if it is acconpanied by a certificate of mailing. See
Trademark Rule 2.197. However, the tinme for the USPTO to send
notice to the IB under Trademark Act 8 68(c) runs fromthe date
t he opposition period begins or ends, regardless of any delay in
recei pt or processing of the filing.
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one nonth would be fatal to an opposition against an
application under Trademark Act 8§ 66(a).

Further, if oppositions to applications filed under the
Madrid Protocol were accepted on paper, the USPTO woul d
require additional time to prepare and forward the notice
requi red by Trademark Act 8 68(c) to the IB. Wen opposers
use ESTTA, the filer enters the required information, which
is then automatically collected in a suitable formand sent
directly to the IBwthin 24 hours of filing, w thout the
need for intervention by Board personnel.

Filing of notices of opposition by ESTTA is thus a
practical necessity when the subject application is based on
Trademark Act 8§ 66(a). And while no notice is given to the
| B upon the filing of an extension of tine to oppose, a
delay in acting on an extension can al so defeat a potenti al
opposer’s right to oppose. This is because a notice of
opposition may not be instituted until all necessary prior
ext ensi ons have been received and granted. Because of the
strict time frame in which the USPTO nust notify the |IB of
the filing of an opposition, it would be virtually
i npossi ble to assure potential opposers that their rights
woul d be preserved if the Board accepted paper filing of
ei ther extensions of tine to oppose or notices of opposition
agai nst 8 66(a) applications.

Sara Lee’s request for extension of tine to oppose is

accordingly DENIED for failure to conply with the
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requi renents of Trademark Rule 2.102(a)(2). The subject

application will issue as a registration in due course.®

. 000.

® Sara Lee may file a petition to cancel any resulting
registration, if otherwi se appropriate. See Trademark Act § 14,
15 U.S.C. § 1064.
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